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	2.                  ICANN to Introduce New Generic Top-Level Domains

	INTRODUCTION
 Currently, there are 21 internet generic top-level domains (gTLDs), including .com, .net, .org, .biz and .info, amongst others.  In late June, the Internet Corporation for Assigned Names and Numbers (ICANN), the international body responsible for the management of internet domain names, approved a proposal to expand the existing categories of gTLDs by allowing entities to own gTLDs of their choice and to operate their own domain name registries.
On 23 October 2008, ICANN released a draft Applicant Guidebook in respect of the new gTLDs for public comments and review, setting out information for those who are considering applying for a new gTLD.  The public consultation period closed on 15 December 2008.  It is expected that the finalised Applicant Guidebook will be released in early 2009, and the initial round of the application process is expected to be launched by the second quarter of 2009.
Set out below is a summary of the key information provided by ICANN so far in respect of the new gTLD programme. 
WHO MAY APPLY
Whilst any established corporation, organization or institution from any country may apply for a new gTLD, individuals or sole proprietorships will not qualify.  All applicants must demonstrate that they have the technical, operational and financial capability to operate a new gTLD registry.
 TYPES OF APPLICATIONS
Two types of gTLD applications will be permitted: 
1.                 "community-based" applications from those seeking to establish a gTLD for the benefit of a defined community consisting of a restricted population, such as a particular geographical region or a particular industry; and  
2.                 "open applications" from  those seeking to establish a gTLD that can be used for any purpose consistent with the requirements of the evaluation criteria and the registry agreement, for example a brand owner seeking to secure its intellectual property rights or an applicant seeking to apply for a generic term.  
APPLICATION PROCESS
The application process can be broken down into three stages: 
1.            Application stage 
 Applications for new gTLDs are required to be submitted together with the evaluation fees during a certain period of time (not yet announced by the ICANN as at the time of writing).  At the close of the application period, ICANN will check all applications for their completeness.  Following on from this, ICANN will publish on its website a list of the applications considered complete and ready for evaluation.
2.            Assessment stage 
The assessment stage can be broken down into three distinct stages. Firstly an initial evaluation of the application will be conducted by ICANN, secondly objections to the creation of the gTLD may be made, and finally, an assessment to determine who will be awarded the right to run the gTLD if there are multiple applicants for the same (or confusingly similar) term will take place.
 Initial evaluation
The new gTLD string being applied for will be run through an algorithm designed to highlight any potential clashes with existing and reserved gTLD and ccTLD extensions. The algorithm will also determine whether the proposed gTLD poses a threat to the stability of the Domain Name System.  As part of the initial evaluation, the applicant will be assessed on their financial stability and technical competence to run a gTLD registry.
Objections
 Applications that pass the initial evaluation will be put forward for objections to be made against the creation of the new gTLD. Objections to a proposed gTLD can be made on any of the following four grounds:
1.                string confusion (the proposed gTLD is confusingly similar to an existing TLD);
2.                existing legal rights (enabling protection of intellectual property rights);
3.                morality and public order; and
4.                community objection.
Objections will be handled by the following independent dispute resolution providers: 
 
                  the Arbitration and Mediation Centre of the World Intellectual Property Organisation for legal rights objections;
                  the International Centre for Dispute Resolution for string confusion disputes; and
                  the International Chamber of Commerce for morality and public order and community disputes.
 In order to bring an objection, a party must have standing.  In a legal rights dispute, an objector must be a rights holder.  In a string confusion dispute, an objector must be an existing TLD operator or gTLD applicant in the current application round.  In a morality and public holder dispute, the standing requirements have not yet been determined.  Finally, in a community dispute, the objector must be an established community institution. [image: image2.png]



Multiple applicants for the same or confusingly similar gTLD
If there are multiple competing applications for the same proposed gTLD (or for different gTLDs which contain very similar strings) which otherwise clear any objections raised and are not resolved through discussions and mutual agreement, then it is likely that an auction will be held between the participants to determine the successful applicant.
3.            Approval stage 
A successful applicant will enter into contractual negotiation with ICANN and complete certain technical checks to validate the information provided in the application, after which the applications will be approved by the ICANN board and the new gTLD will be added into the root zone of the Domain Name System. The launch of the new gTLD can then follow. 
COSTS OF AN APPLICATION
During the application phase, applicants must pay evaluation fees of US$185,000.  If an application requires additional scrutiny, the applicant may be charged additional fees, including the following: 
                a registry services review fee in the event that an extended review is required (anticipated to be about US$50,000);
                a dispute resolution filing fee for the filing of any formal objection and any response that an applicant files against the objection (approximately US$1,000 - US$5,000); [image: image3.png]



                a dispute resolution adjudication fee (set by and payable to the appropriate independent resolution service provider); and
                a comparative evaluation fee if similarity is found between two applied-for gTLDs.  There is presently no indication from the ICANN as to the likely fees for comparative evaluation. 
 It is intended that the fees will be used to recover all costs incurred by ICANN in running the application process.  
 IMPLICATIONS OF THE NEW gTLD PROGRAMME FOR INTELLECTUAL PROPERTY RIGHTS (IPR) HOLDERS
 An IPR holder may choose to establish its company name or house mark as a gTLD and utilise the domain as a commercial platform, or even to promote authentication and security for its online users in the provision of services online that are prone to phishing, for example online banking services.  
On the other hand, an IPR holder will also need to monitor closely any objectionable new gTLD applications that may pose a threat to its brand or cause consumer confusion.  While ICANN will do its own string review to determine whether the proposed string is confusingly similar to existing strings, or to other applied-for strings, ICANN will not be reviewing trade mark registries around the world to determine whether an applied-for string is confusingly similar to any registered trade mark.  It will be up to the IPR holder to file a formal objection with an approved dispute resolution provider if ICANN approves, in its initial evaluation, an applied-for string which infringes upon the rights of the IPR holder.
 IPR holders who anticipate the need to apply for new gTLDs in the future must be vigilant and watch for new gTLD applications in all application rounds and timely file formal objections as appropriate, because once a gTLD identical or similar to the IPR holder's trade mark or brand is allocated to another party in a prior application round, any applications by the IPR holder itself to reflect their marks as gTLDs in subsequent rounds will be blocked for being confusingly similar to existing gTLD strings. 
 IPR holders will also have to consider registering domain names under any new gTLDs that are granted to others, either for commercial use, or to hold them defensively.  Although there is likely to be no obligation on a new gTLD registry to have a Sunrise Period during which IPR holders can register domain names reflecting their brands and marks, most new gTLD registries are likely to include one.  In order to take advantage of the Sunrise Periods, IPR holders need to ensure that their relevant IP rights are protected.
 Finally, IPR holders should pay close attention to any domain names registered by others under the new gTLDs that may infringe upon the rights of the IPR holders, and consider filing complaints against the registrants of those domain names.  The complaint procedure in respect of domain names under new gTLDs is expected to be largely familiar, because all second-level domain name registrations under the new gTLDs will be subject to ICANN's Uniform Domain Name Dispute Resolution Policy (UDRP).
 HOW WE CAN ASSIST
 We can assist you with trade mark registrations worldwide and in local languages, ensuring that your intellectual property rights are fully protected in preparation for the launch of the new gTLDs. 
We can also advise you on the filing of applications for your own gTLDs throughout all stages of the application process. 
We will be closely monitoring the new gTLD applications as they start coming through and can assist you in filing objections against applications that infringe your intellectual property rights. 
Lovells can also assist you in filing applications for domain names under new gTLDs during the Sunrise Periods, and in filing complaints against domain names under new gTLDs that infringe upon your intellectual property rights.
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